THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
Boar d.

Paper No. 25

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte RUDOLF J. DAMsS

Appeal No. 1997-2193
Appl i cation 07/986, 648!

ON BRI EF

Before METZ, GARRI S and WALTZ, Adm nistrative Patent Judges.
METZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe exam ner's refusal to allow
claims 1 through 14 and 17, all the clains remaining in the
i nstant application.

THE | NVENTI ON

! Application for patent filed Decenber 8, 1992.
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The appeal ed subject natter is directed to a genus of

conpounds which are fluoroaliphatic sul fonam des. According

to appell ants the conpounds are useful as anionic surfactants.

Clainms 1 and 2 are believed to be adequately

representative of the appeal ed subject matter and are

reproduced bel ow for a nore facile understandi ng of

appel l ant's i nvention.

Claim 1. A fluoroaliphatic radical-containing sulfonam do
conmpound whi ch conprises a fluoroaliphatic radical -
cont ai ni ng sul fonam do group and an et hyl enecar bonyl
group whose beta ethyl ene carbon atomis bonded to a

sul fur or nitrogen atomwhich is bonded to a |inking
group bonded to the nitrogen atom of said sul fonam do
group, and the carbonyl carbon atom of said carbonyl is
bonded to an ani onic hydrophilic polar group conprising
at | east one carbon, nitrogen, oxygen, or sulfur atom

Claim 2. The
fluoroaliphatic radical -containing sul fonam do conpound
of claim1l wherein said conpound has the formul a

R SON(R)WACH(R ) CH(R ") C(O) - Y°

where R is a fluoroaliphatic radical; Ais Sor NR'";
Wis siloxylene, silylene, alkylene, arylene, or
conbinations thereof; RR, R, R', R'' are independently
hydrogen, |ower alkyl, aryl, or conbinations thereof, and
can contain functional groups, or Rand R'' together

n Yll,

2 "W, the universally accepted synbol for tungsten, and
the universally accepted synbol for yttrium do not have

their universally accepted nmeaning in appellants' clains.
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with the nitrogen atons to which they are bonded and W
forma ring; and Y is an anionic hydrophilic polar group
conprising at | east one carbon, nitrogen, oxygen, or

sul fur atom

THE REJECTI ONS

It is difficult fromthe record for us to state with
preci sion exactly what rejections the exam ner has naintai ned
and fromwhich rejections appellants appeal. |In Paper Nunber
15, the examner: rejected clains 1 through 14 and 17 under 35
US C 8§ 112, second paragraph; rejected clains 1 through 14
and 17 "as being drawn to inproper Mrkush group including
patentably distinct nmenbers"; objected to the specification
under 35 U. S.C
8§ 112, first paragraph, as non-enabling and then rejected
claims 1 through 14 and 17 under the sanme section of the
statute and further relied on the Manual of Patent Exam ni ng
Procedure (MPEP) 88 706.03(n) and 706.03(z) in support of that
rejection; rejected claims 1 through 14 and 17 under 35 U S.C
§ 103 as unpatentable fromDear et al. considered with G oves
and Mull er or over Hoechst, alone; rejected claim21 under 35
US C 8§ 112, first and second paragraphs; and, rejected claim
17 for the reasons claim1 was rejected under both first and

second paragraph of 35 U.S.C. 8 112 and additionally as a
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"duplicate of claiml1."

In the final rejection (Paper Nunmber 17), the exam ner:
specifically withdrew the prior art rejections; w thdrew the
rejection of clainms 1 through 14 and 17 under 35 U S.C. § 112,
second paragraph, to the extent the rejection was based on the
cl ai ml anguage "linking group”" and "aryl"; naintained "the
rejection of clainms 1-6 (in part), 9, 10-14 and 17 under 35
US C 112, first paragraph, ... for the reasons cited";
appears to have naintained the rejection of the clains as
i ncl udi ng an i nproper Markush group; naintained the rejection
of claim17; and, appears to have stated a new reason (|l ack of
ant ecedent basis for "substituted piperazine ring") for
finding claim3 is unpatentable.

In his advisory action (Paper Nunber 19), the exam ner,
after acknow edgi ng appel |l ants' response to the final
rejection: explained that the rejection of clains 1 through 14
and 17 under 35 U. S.C. § 112, second paragraph, "of paper #15,
mai | ed on 02/16/95 is maintained, for the reasons cited
t herein; except for issues 1), 3), 7) on pages 2, 3 and 4" and
further explained that "[s]imlar rejection under the sanme
statute is also naintained for issues (A, (B), (O, (D, (E)
and (F) on pages 10 and 11 of the sane paper #15"; nmaintai ned
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the rejection of clains 1 through 6, 9 through 14 and 17 under
35 U.S.C. 8§ 112, first paragraph; nmaintained the rejection of
all the clains as "based on an i nproper Markush"; maintained
the rejection of claim17 as a "substantial duplicate of claim
1"; and, restated his previously stated position that "[t]he
unknown substitutents on the piperazine of claim3 are not
presented. "

In his Answer (Paper Nunmber 22), the exam ner has stated
under the heading "G ounds of rejection” that the rejections
before us are the rejections of clains 1 through 14 as they
are founded on the exam ner's stated objection to the
specification. Neverthel ess, under headi ng "Response to
argunent”, the exam ner repeats his previously stated
rejection of claim6 as drawn to an "inproper Markush" and
restates his previously stated rejections of clains 17 ("body
of liquid') and 3 ("substituted piperazine ring").

To appellants' credit, notw thstanding the confused
prosecution of this application and the exam ner's poorly
organi zed Answer, it appears appellants have addressed all the
exam ner's rejections and underlying reasons for the
rejections as set forth in paper nunmbers 15, 17, 19 and 22.

OPI NI ON
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In In re More, 439 F.2d 1232, 169 USPQ 236 (CCPA 1971),

one of the predecessors to our review ng court enunciated the
test for determ ning whether or not an application for patent
conplied with the requirenents of 35 U S.C. § 112, first

paragraph. As the court noted, In re More, 439 F.2d at 1235,

169 USPQ at 238:

Any analysis in this regard should begin with the
determ nati on of whether the clains satisfy the
requi renents of the second paragraph. It may appear
awkward at first to consider the two paragraphs in
i nverse order but it should be realized that when
the first paragraph speaks of "the invention”, it
can only be referring to that invention which the
applicant wi shes to have protected by the patent
grant, i.e., the clained invention. For this reason
the clains nust be analyzed first in order to
determ ne exactly what subject matter they
enconpass. The subject matter there set out nust be
presuned, in the absence of evidence to the
contrary, to be that "which the applicant regards as
his invention.

Thus, it is clear the exam ner, in the first instance, nust
anal yze the clains for conpliance with paragraph 2 of the
statute before addressi ng questions arising under the first
par agraph of the statute.

Accordingly, before the exam ner addressed the question
of whether or not appellants' disclosure was enabling for the
cl ai mred subject matter, the exam ner should have first
ascertained the netes and bounds of the claimtermnology as
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it is defined by appellants in their disclosure and as said
term nol ogy woul d have been understood by a person of ordinary
skill in the art. Rather than ascertaining the netes and
bounds of the clainmed conpounds by reference to the
specification and the definitions of the claimterm nol ogy
found therein, the exam ner has focused on individual claim
terms, in a vacuum w thout regard to their nmeaning as defi ned
in the disclosure and without regard to the context of their
meani ng in the clai med conpounds consi dered as a whole. The
exam ner's stated positions with regard to appellants’ alleged
failure to conply with paragraph 2 of the statute are founded
on specul ation and conjecture rather than objective evidence
whi ch supports the positions taken by him

Admttedly, the clains are of considerabl e scope;
however, this, in and of itself, is not a basis for rejection.

U S Steel Corp. v. Phillips Petroleum Co., 865 F.2d 1247,

1251, 9 USPQ2d 1461, 1464 (Fed. G r. 1989). As the court

suggested in In re Borkowski, 422 F.2d 904, 910, 164 USPQ 642,

646 (CCPA 1970), the proper approach to take when clains are
found to be considerable in scope is to reject such clains on
prior art, not reject themunder the second paragraph of the

st at ut e.
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It is also generally understood that an applicant for
patent may be his own | exi cographer so |l ong as an applicant
for patent clearly sets forth in applicant's specification the
definition applicant intends for a particular claimterm even
when that definition is different fromthe conventional, art-

recogni zed definition. Beachconbers, Int. v. WIdeWod

Creative Products, Inc., 31 F.3d 1154, 1158, 31 USPQQd 1653,

1656 (Fed. Cir. 1994); ZM Corp. v. Cardiac Resuscitator

Corp., 844 F.2d 1576, 1579, 6 USPQ2d 1557, 1560 (Fed. GCr

1988); Envirotech Corp. v. Al _George, Inc., 730 F.2d 753, 759,

221 USPQ 473, 477 (Fed. Cir. 1984).
It is incunbent upon the exam ner in making a rejection
under the first paragraph of 35 U S.C. § 112, to nake out a

prima facie case of |ack of enablenent. In re Strahilevitz,

668 F.2d 1229, 1232, 212 USPQ 561, 563 (CCPA 1982); In re
Wrtheim 541 F.2d 257, 263, 191 USPQ 90, 97 (CCPA 1976); In

re Arnbruster, 512 F.2d 676, 677, 678, 185 USPQ 152, 153 (CCPA

1975); Ln re Marzocchi, 439 F.2d 220, 224, 169 USPQ 367, 370

(CCPA 1971). Moreover, in determ ning whether or not a

di sclosure is enabling, it has been consistently held that the
enabl ement requirement of the first paragraph of 35 U S.C. 8§
112 requires nothing nore than objective enablenent. 1n re

8
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Mar zocchi, 439 F.2d at 223, 169 USPQ at 369. In neeting the
enabl enment requirenent, an application need not teach, and
preferably omts, that which is well-known in the art.

Hybritech Inc. v. ©Mnoclonal Antibodies, Inc., 802 F.2d 1367,

1384, 231 USPQ 81, 94 (Fed. Gr. 1986).

We recogni ze that the enabl enent requirenment of the first
paragraph of 35 U.S.C. 8§ 112 requires that there be sone
reasonabl e correl ati on between the scope of the clainms and the
scope of enabl enment described in the specification. 1ln re
Fi sher, 427 F.2d 833, 839, 166 USPQ 18, 24 (CCPA 1970).
However, how such a teaching is set forth, whether by the use
of illustrative exanples or by broad descriptive term nol ogy,
is of no inportance since a specification which teaches how to
make and use the invention in ternms which correspond in scope

to the clainms nust be taken as conplying with the first

paragraph of 35 U S.C. 8§ 112 unless there is reason to doubt
the objective truth of the statenents relied upon therein for
enabl ing support. Marzocchi at 439 F.2d 223, 169 USPQ 369.
Based on this record, the exam ner has failed to present

evi dence establishing that appellants' disclosure is

i nsufficient conpared to the scope of their clainms. The
exam ner has presented only conjecture and no objective
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evi dence in support of the position taken by himin support of
his rejection.

We remind the examiner that it is the function of the
specification, not that of the clains, to set forth the

practical limts of operation of an invention. 1n re Johnson,

558 F.2d 1008, 1017, 194 USPQ 187, 195 (CCPA 1977). Further

i n Johnson the court rem nded the board that the | anguage in
an appellants' clains nust be read in light of the
specification as the specification would be interpreted by one
of ordinary skill in the art and not in a vacuum Johnson,

558 F.2d at 1016, 194 USPQ at 194.

To the extent the examiner's rejection is founded on an
al l eged | ack of an adequate witten description of what is now
cl ai med by appellants, the question to be resol ved concerning
the "written description” requirenent of 35 U S.C. 8§ 112,
first paragraph, is whether or not appellants' original
di scl osure reasonably conveyed that they were possessed of, as
of their filing date, the invention |ater clainmed by them
The primary inquiry into satisfaction of the witten
description requirenment is factual and depends on the nature
of the invention and the anount of know edge inparted to those

10
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skilled in the art by the disclosure. Wrtheim 541 F.2d at
262, 191 USPQ at 96. W find appellants have satisfied the
witten description requirenent of 35 U S.C. 8§ 112, first
par agr aph.

THE | MPROPER MARKUSH REJECTI ON

The exam ner bases his rejection of the clainms as being
drawn to an inproper Markush group in part on the decision in

In re Harnisch, 631 F.2d 716, 206 USPQ 300 (CCPA 1980).

However, we first note that in Harnisch, 631 F.2d at 720, 206
USPQ at 304, the court specifically held that:

"there is no “doctrine” to be considered but only a

body of case | aw emanating from both “higher” and

“l ower” authority, not altogether consistent, the

| at est decisions tending to carry the nost weight as

precedent . "
Not wi t hstandi ng this holding, the court did recognize the
possibility that there could be such a thing as an i nproper
Mar kush group and further recognized that each case involving

the propriety of a Markush group nust be considered on its own

facts, and cited In re Jones, 162 F.2d 479, 74 USPQ 149 (CCPA

1947) in support of its conclusion. Thus, we nust determ ne
if the examner's factual determ nations with respect to the
cl ai med "Markush group” are sound and, if sound, whether or
not they give rise to the conclusions nade by the exam ner.

11
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We find, contrary to the exam ner's conclusion, that the
cl ai med conpounds do possess a commobn structural feature
di scl osed as essential to the disclosed utility of being an
anionic surfactant. Rather than consider the conpound as a
whol e, the exam ner has focused on the individual noiety
defined by the Markush term nol ogy. As can be seen fromclaim

6, the Markush term nol ogy defines the noiety N(R)WA and t he

guestion to be decided is whether the conpounds defined by the
different noieties have so-called comon structural features
and common utilities.

Suffice it to say, the exam ner has not even addressed
this issue but has instead nmerely pronounced that the nenbers
of the Markush group are allegedly separately classifiable and
separately patentable. W observe that the first action by
the examner in this application was to require restriction
and in so-restricting the clains, at that tinme, the exam ner
di d not consider the subject matter he now finds inproperly
joined to be subject to restriction. Under these
ci rcunst ances, the exam ner shoul d have made a new requirenent

for restriction if he could present the necessary underlying

evi dence to support such a requirenent. Based on this record,
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t he exam ner has sinply not substantiated by presentation of
obj ective evidence or scientific argunent that any conpound
wi thin the broad description which conprises the "Markush
group” would not possess utility as an anionic surfactant as
al | eged by appel | ants.

CAMI17

Claim17 is, obviously, not a duplicate of claiml. Caim

1 is directed to a compound. Claim17, as we understand the
claim is directed to the conbination of the conpound in a
liquid. As such, claim17 is understood to be a conposition
claim Thus, a person could nmake the invention of claim1l
wi t hout practicing the subject matter of claim17. The
rejection is reversed.

CLAIM 3

To the extent we understand the examner's position with

respect to claim3, we reverse. It seens apparent to this
panel that the "substitutents” on the piperazine ring nust
depend on the nature of Rand R'' which together with the
nitrogen atons and Wformthe piperazine ring.

SUMVARY

The decision of the exam ner rejecting appellants' clains
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under 35 U. S.C. 8 112 is reversed. The decision of the

exam ner rejecting the clains as directed to an “i nproper

Mar kush” is reversed. The rejection of claim17 as a
duplicate of claiml1l is reversed. The rejection of claim3 is

reversed

The deci sion of the exam ner i s REVERSED

REVERSED

ANDREW H. METZ
Adm ni strative Patent Judge

)
)
)
)
|
BRADLEY R. GARRI S ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
)

THOVAS A. WALTZ
Adm ni strative Patent Judge

AHM gj h
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